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DETAILED ACTION 

1. This action is responsive to communications filed on 18 June 2004. Claims 1-44 are 
pending in this Office Action. 

Claim Rejections - 35 USC§101 

2. 35 U.S.C 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-44 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 
MPEP 2106 IV. B.2. (b) 

A claim that requires one or more acts to be performed defines a process. However, not 
all processes are statutory under 35 U.S.C. 101. Schrader, 22 F.3d at 296, 30 USPQ2d at 1460. 
To be statutory, a claimed computer-related process must either: (A) result in a physical 
transformation outside the computer for which a practical application in the technological arts is 
either disclosed in the specification or would have been known to a skilled artisan, or (B) be 
limited to a practical application within the technological arts. 

Claims 1-44, in view of the above cited MPEP section, are not statutory because they 
merely recite a number of computing steps without producing any tangible result and/or being 
limited to a practical application within the technological arts. The use of a computer has not 
been indicated. 



3. 



Claim Rejections - 35 USC§112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-44 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

5. Claim 1 recites the limitation "said address" and "said gift certificate recipient" in the 2 nd 
limitations of the claim. There is insufficient antecedent basis for this limitation in the claim. 

6. Claim 1 recites the limitation "said user" in the 3 rd limitations of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

7. Claims 8-10 recites the limitation "said data" in line 3 of the claims. There is insufficient 
antecedent basis for this limitation in the claims. 

8. Please correct other lack of antecedent basis problems in claims 1-44. 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 1-15, 18, 20-37, 40 and 42-44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Messner (US 6,370,514 Bl) in view of Seigel et al. ("Seigel", Pub. No.: US 
2001/0051876 Al). 

As per claim 1, Messner discloses an automated gift certificate generation system for 
automatically identifying merchants to generate a gift certificate based on a location, comprising: 
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means for receiving gift certificate data that designates a plurality of gift certificate data 
including at least one of: geographic location, merchant identification, recipient profile, recipient 
address, monetary value of said gift certificate, product characteristics, mode of delivery, 
delivery date (Messner, col. 3, lines 4-67); 

means for enabling said user to select at least one of said identified merchants (Messner, 
col. 3, lines 36-39); and 

means for generating a gift certificate that defines a monetary amount of said gift 
certificate and said selected merchant (Messner, col. 3, lines 4-67). 

Messner does not explicitly disclose automatically identifying at least one merchant 
located in an area located proximate at least one of: said address of said gift certificate recipient 
and said geographic location. Seigel teaches automatically identifying at least one merchant 
located in an area located proximate at least one of: said address of said gift certificate recipient 
and said geographic location (Seigel, page 3, [0025]). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify the gift certificate 
generation system of Messner by incorporating the limitation of identifying and selecting 
merchant located in geographic area in the same conventional manner as disclosed by Seigel 
(page 3, [0025]). The motivation being to identify and buy gift certificate redeemable at a 
selected merchant that is close to where the recipient is located so that the recipient can easily go 
to the nearby store to redeem the gift certificate. 

As per claim 2, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 1, and further teach responsive to establishment of a communication connection from a 
terminal device of said user to said automated gift certificate generation system, for transmitting 
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a plurality of user data entry screens, seriatim to said terminal device to enable said user to input 
said gift certificate data (Messner, Fig. 3 & 4 5 col. 3, lines 4-67). 

As per claim 3, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 2, and further teach responsive to receipt of gift certificate data indicative of a location of a 
recipient profile, for uploading said recipient profile from said location (page 13, [0135]). 

As per claim 4, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 2, and further teach receiving data from said user that defines a radius from said at least 
one of: said address of said gift certificate recipient and said geographic location as said area 
located proximate at least one of: said address of said gift certificate recipient and said 
geographic location (Seigel, page 3, [0025]). 

As per claim 5, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 1, and further teach enabling said user to select a gift certificate from database of gift 
certificate (Messner, Fig. 3 & 4, col. 3, lines 4-67). 

As per claim 6, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 5, and further teach enable said user to customize said gift certificate (Messner, Fig. 3 & 4, 
col. 3, lines 4-67). 

As per claim 7, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 1 , and further teach enabling said user to select a mode of transmission used to transmit 
said selected gift certificate to said gift certificate recipient (Messner, Fig. 3 & 4, col. 3, lines 4- 
20). 

As per claim 8, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 1, and further teach downloading said data indicative of an address of said gift certificate 
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recipient via a communication medium from an address book stored on a terminal device of said 
user (Messner, col.. 3, lines 4-20). 

As per claim 9, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 1, and further teach downloading said data indicative of an address of said gift certificate 
recipient via a communication medium from a web site address book (Messner, col. 3, lines 4- 
67). 

As per claim 10, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 1, and further teach downloading said data indicative of an address of said gift certificate 
recipient via a communication medium from a data storage device located remote from said 
automated gift generation system (Messner, col. 3, lines 4-67). 

As per claim 11, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 1 , and further teach generating a map that defines a travel path from said address of said 
gift certificate recipient to said merchant (Seigel, page 14, [0145]-[0146]). 

As per claim 12, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 11, and further teach generating a list of a plurality of concatenated path segments, each of 
said plurality of concatenated path segments comprising a definition of a predetermined 
identified travel path (Seigel, page 14, [0145]-[0146], Mapquest.com). 

As per claim 13, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 12, and further teach generating data indicative of a distance traveled along each of said 
plurality of concatenated path segments (Seigel, page 14, [0145]-[0146], Mapquest.com). 

As per claim 14, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 13, and further teach generating data indicative of an estimate of a time required to travel 
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along each of said plurality of concatenated path segments (Seigel, page 14, [0145]-[0146], 
Mapquest.com). 

As per claim 15, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 13, and further teach generating a written description of said travel path describing each of 
said plurality of concatenated path segments and said distance traveled along each of said 
plurality of concatenated path segments (Seigel, page 14, [0145]-[0146], Mapquest.com). 

As per claim 18, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 13, and further teach generating a display to illustrate said travel path comprising each of 
said plurality of concatenated path segments and said distance traveled along each of said 
plurality of concatenated path segments (Seigel, page 14, [0145]-[0146], Mapquest.com). 

As per claim 20, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 1, and further teach storing merchant information in a database; and correlating said 
received gift certificate data with merchant information stored in said database to generate a list 
of said identified merchants (Messner, Fig. 3 & 4, col. 3, lines 4-67). 

As per claim 21, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 1, and further teach activating an automated shopping expert program to guide said user 
through a series of queries to generate data to supplement said received gift certificate data 
(Messner, Fig. 3 & 4, col. 3, lines 4-67). 

As per claim 22, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 1, and further teach incorporating merchant store operating data comprising at least one of: 
business hours, telephone number, WEB site address, into said gift certificate (Messner, Fig. 3 & 
4, col. 3, lines 4-67). 
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Claims 23-37, 40, and 42-44 are rejected on grounds corresponding to the reasons given 
above for claims 1-15, 18, and 20-22. 

11. Claims 16, 17, 19, 38, 39 and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Messner (US 6,370,514 Bl) in view of Seigel et al. ("Seigel", Pub. No.: US 
2001/0051876 Al) and further in view of Long (US 6,572,149 B2). 

As per claim 16, Messner and Seigel teach all the claimed subject matters as discussed in 
claim 15, except for explicitly disclosing printing said written description on said gift certificate. 
Long teaches printing a description of travel path on said gift certificate (Long, Fig. 1, col. 3, 
lines 39-45). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the Messner and Seigel' s combined system by incorporating 
the limitation of printing a description of travel path on the gift certificate in the conventional 
manner as disclosed by Long (Fig. 1, col. 3, lines 39-45). The motivation being to provide the 
recipient a map and travel direction to the retail store to redeem the gift certificate. This tells the 
recipient where the store is located, and allows the recipient to easily go to the store. 

Claims 17, 19, 38, 39 and 41 are rejected on grounds corresponding to the reasons given 
above for claim 15. 

Response to Arguments 

12. Applicants arguments with respect to claims 1-44 have been considered but are moot in 
view of the new ground(s) of rejection. 
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Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chongshan Chen whose telephone number is (571)272-4031. 
The examiner can normally be reached on Monday - Friday (8:00 am - 4:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's . 
supervisor, John E Breene can be reached on (571)272-4107. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Chongshan Chen 
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